TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.

Paper No. 14

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 97-3661
Application No. 08/456, 692!

Bef ore ABRAMS, FRANKFORT and STAAB, Adm nistrative Patent Judges.

ABRAMS, Admi nistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe decision of the examner finally
rejecting clains 23-44, which constitute all of the clains

remai ning of record in the application.

1 Application for patent filed June 1, 1995. According to
appellant, this application is a continuation-in-part of
Appl i cation 29/016,831 filed Decenber 27, 1993, now U. S. Patent
No. D363, 943 issued Novenber 7, 1995.
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The appellant's invention is directed to a funnel (clains
23-27), a process for nmaking a funnel (clains 28-32), a funnel
made by a particular process (clains 33-37), the conbination of
separated walls defining a space and a funnel for directing
material into the space (clains 38-41), and the conbination of a
formand a funnel for directing material into the form (clains
42-44). The subject matter before us on appeal is illustrated by
reference to claim 23, which has been reproduced in an appendi x

to the Appeal Brief (Paper No. 10).

THE REFERENCES

The references relied upon by the exam ner to support the

final rejection are:

Hepburn 418, 719 Jan. 7, 1890
Bel den 657, 080 Sep. 4, 1900
Mel vi n 2,827,931 Mar. 25, 1958
Joseph 2,940, 298 Jun. 14, 1960

THE REJECTI ONS

Clains 23-25, 38, 39 and 42-44 stand rejected under 35
US C 8 102(b) as being anticipated by Ml vin.
Cl ains 28-30 and 33-35 stand rejected under 35 U S.C. § 103

as bei ng unpatentabl e over Melvin.
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Clains 26, 27, 31, 32, 36, 37, 40 and 41 stand rejected
under 35 U.S.C. 8 103 as being unpatentable over Melvin in view
of Bel den, Hepburn and Joseph.

The rejections are explained in the Exam ner's Answer.

The opposing viewpoints of the appellant are set forth in

the Brief and the Reply Brief.

CPI NI ON
The Exam ner’s Rejection Under 35 U.S.C. § 102(b)

Anticipation is established only when a single prior art
reference discloses, expressly or under the principles of
i nherency, each and every el enent of the clainmed invention. See
RCA Corp. v. Applied Digital Data Systems, Inc., 730 F.2d 1440,
1444, 221 USPQ 385, 388 (Fed. Cir.), cert. dismssed sub nom,
Hazel tine Corp. v. RCA Corp., 468 U S. 1228 (1984).

W find that all of the various walls, openings, sides and
ends which formthe funnel recited in independent clains 23, 38
and 42 are disclosed in Melvin, in the relationship required in
these clains. W also find that the separated walls required by
claim 38, and the formof claim42, are found in Ml vin.
However, contrary to the position taken by the exam ner, we agree

with the appellant that Melvin does not explicitly teach that the
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funnel be of a “unitary one-piece continuous construction,” as
also is required by these three independent clainms. This being
the case, Melvin does not anticipate these clains, and the
rejection under Section 102(b) cannot be sustained. It then
follows that the |like rejection of dependent clainms 24, 25, 39,
43 and 44 cannot be sust ai ned.

Addi tionally, we do not agree with the exam ner that the
“recess” recited in clains 25 and 44 is present in Melvin, and
for this reason also clains 25 and 44 are not anticipated by

Mel vi n.

New Rej ection By The Board Under 35 U . S.C. § 103

Pursuant to our authority under 37 CF. R 8 196(b), this
panel of the Board enters the foll ow ng new rejection:

Clains 23, 24, 38, 39, 42 and 43 are rejected under 35
U S.C. 8 103 as being unpatentable over Ml vin.

The question under 35 U . S.C. 8 103 is not nerely what the
references expressly teach but what they woul d have suggested to
one of ordinary skill in the art at the tinme the invention was
made. See Merck & Co., Inc. v. Biocraft Laboratories, Inc., 874
F.2d 804, 807, 10 USPQ2d 1843, 1846 (Fed. G r. 1989) and In re

Keller, 642 F.2d 413, 425, 208 USPQ 871, 881 (CCPA 1981). Wiile
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there nmust be sonme suggestion or notivation for one of ordinary
skill in the art to conbine the teachings of the references, it
is not necessary that such be found within the four corners of
the references thensel ves; a conclusion of obviousness may be
made from comon know edge and conmon sense of the person of
ordinary skill in the art without any specific hint or suggestion
in a particular reference. See In re Bozek, 416 F.2d 1385, 1390,
163 USPQ 545, 549 (CCPA 1969). Further, in an obvi ousness
assessnent, skill is presuned on the part of the artisan, rather
than the lack thereof. 1In re Sovish, 769 F.2d 738, 742, 226 USPQ
771, 774 (Fed. Cr. 1985). Insofar as the references thensel ves
are concerned, we are bound to consider the disclosure of each
for what it fairly teaches one of ordinary skill in the art,
i ncluding not only the specific teachings, but also the
i nferences which one of ordinary skill in the art would
reasonably have been expected to draw therefrom See In re Boe,
355 F.2d 961, 965, 148 USPQ 507, 510 (CCPA 1966); and In re
Preda, 401 F.2d 825, 826, 159 USPQ 342, 344 (CCPA 1968).

As we stated above in our discussion of the Section 102
rejection of these clainms, all of the elenents of the funnel
recited in the clainms are disclosed by Melvin in the relationship

set forth in the clainms, and Melvin al so discloses the separated
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walls of claim38 and the formof claim42. As far as the
limtation that the funnel be of a “unitary one-piece continuous
construction” is concerned, we agree that it is not explicitly

found in Melvin. Melvin does suggest, however, that the funnel

be made of plastic (colum 2, line 62), and that nouth and the
spout be “integral” (colum 2, lines 49-50). It is our opinion
that one of ordinary skill in the art would have found it obvious

to make the Melvin funnel of unitary one-piece continuous
construction for the self-evident advantages thereof, which would
have been known to the artisan working in this field, such as
ease of nolding, strength and snoot hness. Suggestion is found in
t he common know edge and common sense that should be accorded to
one of ordinary skill in the art. |In re Bozek, supra.

As for clains 24, 29, 34, 39 and 43, we first point out that
during exam nation before the Patent and Trademark O fice, the
pending clainms in an application nust be interpreted as broadly
as their terns reasonably allow, w thout reading any limtations
fromthe specification into the clains (see Inre Zletz, 893 F. 2d
319, 321, 13 USPQd 1320, 1322 (Fed. Cir. 1989)), for if the
limtations in the specification were required to be read into
the clains there would be no need for clainms and no basis for the

requirenent of 35 U.S.C. 8 112 that the specification conclude
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with clains particularly pointing out and distinctly claimng the
subject matter which the applicant regards as his invention (see
Sjolund v. Misland, 847 F.2d 1573, 1580, 6 USPQR2d 2020, 2027
(Fed. Cir. 1988)). These clains add to their respective parent
clainms the additional step of “a rimon the outer part of” the
sl opi ng sides and ends of the funnel. The common definition of
“rim is the outer edge or border of sonething.2 The outer edge
of the Melvin funnel therefore constitutes a “rim?”, and thus the
terns of these clains also are net.
The Examiner’s Rejections Under 35 U.S.C. § 103

The first Section 103 rejection advanced by the examner is
that clainms 28-30 and 33-35 woul d have been obvious in view of
Mel vin. Independent claim?28 is directed to a process for making
a funnel, and independent claim33 to a funnel nade by a
particul ar process. W begin our analysis by reiterating our
finding that all of the elenments of the funnel recited in these
clainms are disclosed in Melvin, and in the required rel ationship
to one another. W share the examner’s viewthat it would have
been obvious to one of ordinary skill in the art to construct the

funnel in the nmanner set forth in clains 28 and 33, a concl usion

2 See, for exanple, Merriam Wbster’'s Coll egiate
Dictionary, Tenth Edition, 1996, page 1009.
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whi ch the appell ant does not dispute, except for the step of
formng it to be of a “unitary one-pi ece continuous
construction.” Wth regard to this, as we expressed above in the
new rejection we entered, it is our opinion that one of ordinary
skill in the art would have found it obvious to nmake the cl ai nmed
funnel in such a fashion for the self-evident advantages thereof,
based upon the common know edge and comon sense that shoul d be
accorded to one of ordinary skill in the art.

As we did above, we conclude that the teachings of Melvin,
considered in the light of the know edge whi ch nust be accorded
to one of ordinary skill in the art, establish a prima facie case
of obviousness with regard to the subject matter of independent
claims 28 and 33, and we will sustain the rejection of these two
cl ai ns.

Clainms 29 and 34 add to their respective parent clains the
additional step of “forming a rimon the outer part of” the
sl oping sides and ends. Again referring to our new rejection,
the outer edge of the Melvin funnel constitutes a “rim” and
therefore we shall sustain the rejection of clains 29 and 34.

We reach the opposite conclusion with regard to clainms 30
and 35, which add a “recess.” As was the case above with regard

to the Section 102 rejection, this feature is not taught by
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Melvin, and we therefore will not sustain the rejection of these
cl ai ms.

The second Section 103 rejection made by the examner is
that clainms 26, 27, 31, 32, 36, 37, 40 and 41 are unpatentable
over the teachings of Melvin in view of Bel den, Hepburn and
Joseph. dains 26, 31, 36 and 40 add the limtation that the rim
in the claims fromwhich they depend is “directed outwardly” from
the sl oping sides and ends of the funnel. Al three of the
secondary references here applied disclose rinms extending
outwardly fromthe sloping sides of funnels. W agree with the
exam ner that extending the rimof the Melvin funnel outwardly
fromthe sloping sides would have been an obvi ous expedient to
one of ordinary skill in the art for the self-evident advantages
t hereof, such as structural rigidity, which would have been known
to the artisan. The rejection of these clains therefore is
sust ai ned.

Caims 27, 32, 37 and 41 add the “recess” discussed above,
which in our viewis not taught by Melvin. Nor do we find this
to be rendered obvious by Bel den, Hepburn or Joseph. W
therefore will not sustain the rejection of these clains.

We have carefully considered the argunents presented by the

appel lant as they apply to the examner’s rejections and to the
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new rej ection which we have entered. However, as to those
rejections we have sustained, as well as the new one, we have not
found these argunents to be persuasive. Qur position with regard

to them shoul d be apparent fromthe foregoing di scussions.

SUMVARY

The exam ner’s rejection of clains 23-25, 38, 39 and 42-44
as being anticipated by Melvin is not sustai ned.

The examner’'s rejection of clains 28, 29, 33 and 34 as
bei ng unpat ent abl e over Melvin is sustai ned.

The exam ner’'s rejection of clains 30 and 35 as being
unpat ent abl e over Melvin is not sustained.

The examner’'s rejection of clains 26, 31, 36 and 40 as
bei ng unpatentabl e over Melvin in view of Bel den, Hepburn and
Joseph i s sustained.

The examner’'s rejection of clains 27, 32, 37 and 41 as
bei ng unpatentabl e over Melvin in view of Bel den, Hepburn and
Joseph is not sustained.

Pursuant to 37 CF.R 8 196(b), clainms 23, 24, 38, 39, 42
and 43 are rejected under 35 U.S.C. 8 103 as bei ng unpatent abl e

over Mel vin.
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No rejections stand against clains 25, 27, 30, 32, 35, 37,
41 and 44.

The decision of the examner is affirned-in-part.

In addition to affirmng the examner’s rejection of one or
nore clains, this decision contains a new ground of rejection
pursuant to 37 CFR 8 1.196(b) (anended effective Dec. 1, 1997, by
final rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997),
1203 O f. Gaz. Pat. & Trademark O fice 63, 122 (Oct. 21, 1997)).
37 CFR 8 1.196(b) provides, “A new ground of rejection shall not
be considered final for purposes of judicial review”

Regarding any affirmed rejection, 37 CFR § 1.197(b)
provi des:

(b) Appellant may file a single request for rehearing

within two nonths fromthe date of the origina

deci si on

37 CFR 8 1.196(b) al so provides that the appellant, WTH N
TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se one of

the followng two options with respect to the new ground of
rejection to avoid termnation of proceedings (37 CFR §8 1.197(c))
as to the rejected clains:
(1) Submt an appropriate anmendnent of the clains
so rejected or a showng of facts relating to the
clains so rejected, or both, and have the matter

reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

11



Appeal No. 97-3661
Application No. 08/456, 692

(2) Request that the application be reheard under

8§ 1.197(b) by the Board of Patent Appeals and

I nterferences upon the sane record. :

Shoul d the appellant elect to prosecute further before the
Primary Exam ner pursuant to 37 CFR § 1.196(b)(1), in order to
preserve the right to seek review under 35 U. S.C. 88 141 or 145
with respect to the affirnmed rejection, the effective date of the
affirmance is deferred until conclusion of the prosecution before
the exam ner unless, as a nere incident to the limted
prosecution, the affirmed rejection i s overcone.

| f the appellant el ects prosecution before the exam ner and
this does not result in allowance of the application, abandonnent
or a second appeal, this case should be returned to the Board of

Pat ent Appeals and Interferences for final action on the affirned

rejection, including any tinely request for rehearing thereof.
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No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR

§ 1.136(a).

AFFI RVED- | N- PART, 1.196(b)

NEAL E. ABRAMS )
Adm ni strative Patent Judge)

)
)

)
CHARLES E. FRANKFORT ) BOARD OF PATENT
Adm ni strative Patent Judge) APPEALS AND

) | NTERFERENCES

)

)
LAWRENCE J. STAAB
Adm ni strative Patent Judge)
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Thomas W Secr est

P. O Box 1303

151 N. Market Boul evard
Chehalis, WA 98532
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